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Status 

1 )KI Responsive to communication(s) filed on 02 December 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) |EI Claim(s) 3,9-14, 19,43-49,54,59 and 64 is/are pending in the application. 
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5) ^ Claim(s) <M1 is/are allowed. 
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Applicants' remarks and amendments, filed on December 2, 2008, have been 
carefully considered. Claims 1,2, 4-8, 16-18, 39-42, 50-53, 55-58, and 60-63 have 
been canceled; no new claims have been added. 

Claims 3, 9-14, 19, 43-49, 54, 59, and 64 remain pending in this application. 

Withdrawn Rejections 

The 102(b) rejection of claims 1, 2, 4-8, 16-18, 39-42, 50-53, and 60-63 as being 
anticipated by Acres et al. (U. S. Patent No. 3,915,898) stated in the previous Office 
Action has been withdrawn in view of Applicants' persuasive arguments traversing this 
rejection, and in view of Applicants' cancellation of claims 1, 2, 4-8, 16-18, 39-42, 50-53, 
55-58, and 60-63. 

New Ground of Rejection 

The following New Ground of Rejection is being made in view of Applicants' 
cancellation of claim 6. 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 12-14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 
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Claims 12-14 are indefinite because claim 12 depends from claim 6, which has 
been canceled. 

Withdrawal of Allowable Subject Matter 

3. The indicated allowability of claims 3, 19, 43-49, 54, 59, and 64 is withdrawn in 
view of the newly discovered reference(s) to Schmidt (U. S. Patent No. 6,309,758) and 
Narayan et al. (U. S. Patent No. 4,717,774). Rejections based on the newly cited 
reference(s) follow. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 102 

4. Claims 3 and 44-48 are rejected under 35 U.S.C. 102(b) as being anticipated 
by to Schmidt (U. S. Patent No. 6,309,758). 

Schmidt teaches a novel precious metal doped porous metal catalyst (Abstract), 
based on a base metal, such as nickel, or a mixture of base metals (e.g., copper, see 
col. 3, lines 43-45), in amounts of at least about 85 wt. percent, and which has a minor 
amount (up to about 1 5 wt. percent) of other metals such as chromium. See col. 5, 
lines 4-1 5 of Schmidt., as well as col. 8, lines 45-58. 

Examples of the precious metal dopant include platinum (col. 6, lines 1-4), which 
is present in the porous metal catalyst in amounts ranging from about 0.01 to 1 .5 % by 
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weight based on the weight of the porous base metal catalyst. See col. 6, lines 17-20 of 
Schmidt. 

The porous metal catalyst may also contain dopant metals such as chromium, in 
amounts up to 3 weight percent. See col. 6, lines 25-34 of Schmidt. 

The aforementioned weight percentages convert to atomic percentages that fall 
within the limitations of claims 3 and 44-48. Additionally, the limitation "for use in 
oxidation or reduction reactions" is a statement of intended use, and is not given 
patentable weight. 

In view of the above teachings, Schmidt anticipates claims 3 and 44-48. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 19, 43, 49, 54, 59, and 64 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over to Schmidt (U. S. Patent No. 6,309,758) in view of 
Narayan et al. (U. S. Patent No. 4,717,774) and Capuano et ai. (U. S. Patent No. 
5,126,216, Applicants' previous submitted art). 

Schmidt is relied upon for its teachings with respect to claims 3 and 44-48 as 
stated in the above 102(b) rejection; the teachings therein are further considered to read 
upon claims 19, 43, 54, 59, and 64. Although Schmidt teaches a catalyst containing 
components reading upon that instantly claimed, the reference does not teach or 
suggest a supported electrocatalyst. Rather, Schmidt teaches a catalyst useful for the 
hydrogenation of compounds such as dinitrotoluene (col. 9, lines 20-63). 

Narayan et al. teach that it is known in the art of hydrogenating dinitrotoluene to 
employ known catalysts, such as those comprising nickel and copper, for said 
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hydrogenating in either supported or unsupported form. See col. 3, lines 5-20 of 
Narayan et al. 

Motivated by the teachings of Narayan et al., the skilled artisan would be 
motivated to modify the teachings of Schmidt by supporting Patentee's catalyst on a 
carrier. 

Capuano et al. is relied upon for its teachings regarding an electrocatalyst made 
of a noble metal chromium-copper alloy supported on an electrically conductive material 
(e.g., carbon, see col. 2, lines 40-46), said electrocatalyst having a mass activity for 
oxygen reduction. See col. 2, lines 21-26 of Capuano et al. 

Because Schmidt teaches catalysts containing components comparable to that 
disclosed in Capuano et al., the skilled artisan would find reasonable expectation that 
the catalyst of Schmidt would suitably function as an electrocatalyst, absent the showing 
of convincing evidence to the contrary. 

Allowable Subject Matter 

9. Claims 9-1 1 are allowed. 

10. Claims 12-14 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PATRICIA L. HAILEY whose telephone number is 
(571)272-1369. The examiner can normally be reached on Mondays-Fridays, from 7:00 
a.m. to 3:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group 1700 Receptionist, whose telephone 
number is (571)272-1700. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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